
Baker & McKenzie

Managing Legal Riskg g g

When to call a lawyer and whyWhen to call a lawyer and why

Mary Saywell

Baker & McKenzie International is a Swiss Verein with member law firms around the world. In accordance with the common terminology used in 
professional service organizations, reference to a “partner” means a person who is a partner, or equivalent, in such a law firm. Similarly, reference 
to an “office” means an office of any such law firm.



Managing Legal Risk

When to call a lawyery
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Managing Legal Risk

1. Document your rightsy g

• Confidentiality agreements
• Written assignments of IP rights from all employees and 

t t i l d i th ti d l t f IPcontractors involved in the creation or development of IP
• Keep accurate records of what IP was created, and 

when it was createdwhen it was created
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Managing Legal Risk

2 Register your IP2. Register your IP

• Identify innovations
• Take steps to register your rights - no IP in an idea
• Do not publish until you have IP protection• Do not publish until you have IP protection

3 Avoid infringing third party rights3. Avoid infringing third party rights
• Ensure you have freedom to operate
• Conduct appropriate searches of IP registers and market research pp p g

so that you do not risk infringement
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Managing Legal Risk

4. Avoid regulatory trapsg y p

• A maze of regulations apply to medical devices
• Regulatory issues arise when new products are 

developed and marketed
• The acquisition or sale of products also gives rise to 

l t iregulatory issues
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Managing Legal Risk

5. Commercialise strategicallyg y

• Keep control of valuable IPKeep control of valuable IP 
• Enter into strategic licensing arrangements
• Aim to derive optimal benefit and revenues from 

collaboration, partnering and licensing
• Consider tax implications
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Managing Legal Risk

6. Promote successfullyy

• Therapeutic goods and other regulations apply to the• Therapeutic goods and other regulations apply to the 
promotion of medical devices with detailed requirements 
as to matters such as product information.p

• There are restrictions on marketing to both consumer 
and healthcare practitionersp
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Managing Legal Risk

7. Trade practices compliancep p

• Resale price maintenanceResale price maintenance
• Exclusive dealing
• Third line forcing
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Managing Legal Risk

8. Protect your IPy

• Keep competitors at bayKeep competitors at bay
• Publicise your rights to the market and be 

vigilant in protecting your exclusive spacevigilant in protecting your exclusive space
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